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DECI SI ON ON APPEAL

This is an appeal fromthe refusal of the exam ner to
allowclains 1 to 35 and 46, as anended subsequent to the

final rejection. Cdainms 36 to 45 and 47 have been cancel ed.

We AFFI RM | N- PART and enter new rejections pursuant to

37 CFR § 1.196(b).
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BACKGROUND

The appellants' invention relates to a nethod of

ul trapasteurizing a liquid whole egg product (clains 1 to 11
18/1, 18/4, 18/8, 19/1, 19/4 and 19/8), a nethod of nmaking a
packaged |iquid whol e egg product (clains 12 to 17, 18/12,

18/ 16, 19/12 and 19/16), a packaged |iquid whol e egg product
(claims 20 to 27 and 46/ 20) and an aseptically packaged liquid
whol e egg product (clainms 28 to 35 and 46/28). A copy of the
cl ai ns under appeal appears in "APPENDI X A" to the appellants’

bri ef.

The following is a listing of the art of record cited by
the exam ner in the answer:

(1) Hanson et al. 1946. "Pasteurization of Liquid Egg
Products - V. The Effect on Performance in Custards and Sponge
Cakes." Journal Paper No. J-1446 of the lowa Agriculture
Experiment Station, Ames, |IA Project No. 811. Pages 277-283.
(Hanson)

(2) Murdock et al. 1960. "The Pasteurization of Liquid
Whol e Egg.” M. Bull. Mnist. Hth. Lab. Serv. Vol. 19.
Pages 134-152. (Murdock)

(3) Stadelman. 1977. 2nd Edition. Egg Science and
Technol ogy. AVI Publishing Co., Wstport, CI. Pages 161-186.
( St adel man)

(4) News and Qobserver newspaper. Raleigh, N.C. "NCSU
Researchers Crack the Secret of Long Shelf-Life for Eggs.”
Publ i shed 9/3/85. Page 8A. (News & Cbserver article)
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(5) Food in Canada. 1964. Vol. 24. "Non-Stop Liquid
Egg Process Said to Destroy Sal nonella.” Page 28. (Food in
Canada)

(6) Chester-Jensen Conpany, Inc. publication. "Inproved
Paral l el Flow Plates Mintain Maxi num Heat Transfer; Assure
Ut nost Econony." Pages K1-3 to K1-6. February, 1963.

(Chest er-Jensen)

(7) Moller-Madsen. "Pasteurization of Egg Products.”
Sundhedspl ej en. Publi shed Decenber 1958. Pages 102-105.

(Mol | er - Madsen)

(8) Wnter et al. "Pasteurization of Liquid Egg Products
- |. Bacteria Production in Liquid Wole Egg and | nprovenent
in Keeping Quality." Food Research. Novenber, 1946. Pages
229-245. (Wnter)

(9) Payawal et al. "Pasteurization of Liquid Egg
Products. I1. Effect of Heat Treatnents on Appearance and
Viscosity." Food Research. Novenber, 1946. Pages 246- 260.
(Payawal )

(10) Abstract concerning Poultry Science Association
Annual Meeting. July 29-August 2, 1985. Ilowa State
University, Anes, |A (PSA abstract).

(11) Mohanmad- Hossein Ham d- Samim Thesis: Criteria
Devel opnent for Extended Shelf-Life Pasteurized Liquid Wole
Egg. 1984.3® (Ham d-Sam m thesis)

(12) Veerkanp et al. Food Science Technol ogy. Vol. 7.
No. 5. 1974. Pages 306-310. (Veerkanp)

(13) U S. Patent No. 4,511,589. Padley et al. April 16,
1985. (Padl ey)

(14) Great Britain Patent No. 612,503. Novenber 15,
1948. (GB 612503)

(15) U. S. Patent No. 3,212,906. Jones. Cctober 19,
1965. (Jones)

3 The appellants state (brief, p. 71) that they are
unaware as to whether this thesis was catal oged and avail abl e
prior to the critical date, and hence, whether it is "prior
art." However, for purposes of this decision we wll assune
that this thesis is "prior art."”
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(16) Japan 58-63368. Q P. Corp. April 15, 1983
(Japan 63368)

(17) U S. Patent No. 2,936,240. Kauffman et al. My 10,
1960. ( Kauff man)

(18) Egg Pasteurization Manual. U. S. Departnment of
Agriculture, Agricultural Research Service, February 1969.
(Egg Pasteurization Manual)

(19) U S. Patent No. 4,695,472. Dunn et al. Septenber
22, 1987, filed May 31, 1985. (Dunn)

(20) Donchev et al., Khranitelna Prom shlenost, (1979) 28
(8). FSTA database abstract (AN. 81 (07): Q091). (Donchev)

(21) U S Patent No. 3,717,474. Fioriti et al. February
20, 1973. (Fioriti)

(22) U S. Patent No. 4,333,959. Bracco et al. June 8,
1982. (Bracco)

The followi ng rejections are before us in this appeal *
(1) dains 1, 18/1, and 19/1 stand rejected under 35
U S C
8 103(a) as being unpatentabl e over Hanson taken together with
Payawal , Wnter, Applicants' own adm ssion, Ham d- Sam m
thesis, News & Cbserver article, PSA abstract and any one of
Mol | er- Madsen, GB 612503, and Jones. |In addition, the Egg

Pasteuri zation Manual is cited as an evidentiary show ng.

4 Since the other grounds of rejection set forth in the
final rejection were not set forth in the exam ner's answer we
concl ude that these other grounds of rejection have been
w t hdrawn by the exam ner. See Ex parte Emm 118 USPQ 180,
181 (Bd. App. 1957).
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(2) Clains 3-6, 8-10, 12, 14, 15, 18/4, 18/8, 18/12,
19/ 4, 19/8, and 19/12 stand rejected under 35 U.S.C. § 103(a)
as being unpatentable over the references as applied in (1)
above further in view of any one of Stadel man, Chester-Jensen,

Food in Canada, and Veerkanp.

(3) daim2 stands rejected under 35 U.S.C. § 103(a) as
bei ng unpatentabl e over the references as applied in (1) above

in
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view of Padley, and clains 7, 11, 13, 16, 17, 18/16, and 19/16
stand rejected under 35 U S.C. 8§ 103 as bei ng unpatentabl e
over the references as applied in paragraph (2) above in view

of Padl ey.

(4) dainms 20, 25-28, 33-35, 46/20, and 46/ 28 stand
rejected under 35 U.S.C. 8 102(e) as being anticipated by

Dunn.

(5 dainms 20, 22, 23, 25-28, 30, 31, 33-35, 46/20, and
46/ 28 stand rejected under 35 U.S.C. 8 102(b) as being
antici pated by either one of the News & Observer article or

t he PSA abstract.

(6) Cainms 20, 22-27, and 46/ 20 stand rejected under

35 U.S.C. 8 102(b) as being anticipated by Donchev.

(7) dainms 22-24 and 30-32 stand rejected under 35 U.S. C

8 103 as bei ng unpatentabl e over Dunn.
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(8) Cdainms 21 and 29 stand rejected under 35 U.S.C. § 103
as bei ng unpatentabl e over any one of Dunn, the News &
Observer article, and the PSA abstract as set forth above
(i.e., paragraphs (4)-(6) above) further in view of Fioriti

and Bracco.

(9) Cainms 3-17, 18/4, 18/8, 18/12, 18/16, 19/4, 19/8,
19/ 12, 19/16, 28-35, and 46/28 stand provisionally rejected
under 35 U.S.C. 8 101 as claimng the sane invention as that
of claims 1, 3-17, 18/1, 18/4, 18/8, 18/12, 18/16, 19/1, 19/4,
19/8, 19/12, 19/16, 28-35, and 46 of copending reissue

application No. 07/880, 899.

(10) dains 20-27 and 46/20 stand rejected under 35
Uus. C

8§ 112, first paragraph.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above-noted

rejections, we make reference to the final rejection (mailed
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Septenber 13, 1996) and the answer (mailed May 21, 1997) for
the exam ner's conpl ete reasoning in support of the
rejections, and to the brief (filed February 12, 1997) and
reply brief (filed July 21, 1997) for the appellants

argunent s thereagai nst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clainms, to the applied prior art references, to the evidence
of nonobvi ousness submtted by the appellants and to the
respective positions articulated by the appellants and the
exam ner. As a consequence of our review, we nake the

determ nati ons which foll ow

Rej ections (1), (2) and (3)°
W will not sustain the rejection of clains 1 to 19 under

35 U S.C. § 103.

°> These rejections concern nmethod clains 1 to 19.
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In rejecting clains under 35 U. S.C. 8§ 103, the exam ner

bears the initial burden of presenting a prinma facie case of

obvi ousness. See Inre Rijckaert, 9 F.3d 1531, 1532, 28

UsP@d 1955, 1956 (Fed. Cir. 1993). A prima facie case of

obvi ousness i s established by presenting evidence that would
have | ed one of ordinary skill in the art to conbine the
rel evant teachings of the references to arrive at the clai ned

invention. See In re Fine, 837 F.2d 1071, 1074, 5 USPQd

1596, 1598 (Fed. Cr. 1988) and In re Lintner, 458 F.2d 1013,

1016, 173 USPQ 560, 562 (CCPA 1972).

In this case, all of the exam ner's rejections of nethod
clainms 1 to 19 are founded on the basis that it woul d have
been obvious to one of ordinary skill in the art at the tine
the invention was made to have nodified Hanson's nethod of
pasteurizing liquid whole eggs to have included an asepti cal
packagi ng step to extend the shelf life of a refrigerated egg
product based on the teachings of the News and Cbserver
article, the PSA abstract and the thesis of Ham d-Sam m ,

and/or to have pasteurized Hanson's |iquid whole eggs as
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taught by the teachings of Jones, GB 612503 or the Ml ler-
Madsen article. W do not agree with the examner on this
matter. In this regard, it is our opinion that the only
suggestion for nodifying Hanson in the manner proposed by the
exam ner stens from hi ndsi ght know edge derived fromthe
appel l ants' own disclosure.® That is, it is our view that one
skilled in the art follow ng the teachings of the News &
Observer article, the PSA abstract and the Ham d-Sam m thesis
to prepare an extended shelf life Iiquid whol e egg product
woul d not have deviated fromthe specific pasteurizing

techni ques taught by the News & Qbserver article, the PSA
abstract and the Ham d-Samim thesis unless provided with
sufficient notivation. |In this case, it is our determ nation
that the prior art as applied | acks sufficient notivation for

an arti san to have done so.

¢ The use of such hindsight know edge to support an
obvi ousness rejection under 35 U . S.C. §8 103 is, of course,
inpermssible. See, for exanple, W L. Gore and Associ ates,
Inc. v. Garlock, Inc., 721 F.2d 1540, 1553, 220 USPQ 303, 312-
13 (Fed. Cr. 1983), cert. denied, 469 U S. 851 (1984).
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For the reasons stated above, the decision of the
examner to reject clains 1 to 19 under 35 U S.C. §8 103 is

rever sed

Rej ection (4)
We sustain the rejection of clains 20, 25-28, 33-35,
46/ 20, and 46/ 28 under 35 U. S.C. 8 102(e) as being anticipated

by Dunn.

Initially we note that anticipation by a prior art
reference does not require either the inventive concept of the
cl ai med subject matter or the recognition of inherent
properties that nmay be possessed by the prior art reference.

See Verdegaal Bros. Inc. v. Union Gl Co., 814 F.2d 628, 633,

2 USPQ2d 1051, 1054 (Fed. Cr.), cert. denied, 484 U S. 827

(1987). A prior art reference anticipates the subject of a

cl ai mwhen the reference discloses every feature of the

clainmed invention, either explicitly or inherently (see Hazan

V. Int'l Trade Commin, 126 F.3d 1473, 1477, 44 USPQRd 1358,

1361 (Fed. Gr. 1997) and RCA Corp. v. Applied Digital Data
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Systens, Inc., 730 F.2d 1440, 1444, 221 USPQ 385, 388 (Fed.

Cir. 1984)); however, the | aw of anticipation does not require
that the reference teach what the appellants are cl ai mng, but
only that the clains on appeal "read on" sonething disclosed

in the reference (see Kalman v. Kinberly-dark Corp., 713 F.2d

760, 772, 218 USPQ 781, 789 (Fed. GCr. 1983), cert. denied,

465 U. S. 1026 (1984)). In addition to identity of invention,
anticipation requires that a prior art reference nust be
enabling, thus placing the allegedly disclosed matter in the
possession of the public. Thus, it is well established that a
prior art reference cannot anticipate an invention under

section 102 unless it is enabling. See In re Paulsen, 30 F. 3d

1475, 1481, 31 USPQ2d 1671, 1675 (Fed. Cir. 1994); In re
Donohue, 766 F.2d 531, 533, 226 USPQ 619, 621 (Fed. Cr
1985). However, prior art references are presuned to be

enabling. See In re Sasse, 629 F.2d 675, 681, 207 USPQ 107

111-12 (CCPA 1980)(citing In re Jacobs, 318 F.2d 743, 745-46,

137 USPQ 888, 889-90 (CCPA 1963)). Thus, it is also well
established patent |aw that the appellants bear the burden of

i ntroduci ng evidence that the applied reference |acks an
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enabling disclosure. See In re Fracalossi, 681 F.2d 792, 793,

215 USPQ 569, 570 (CCPA 1982).
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Claim?20

Claim 20 reads as follows:

A packaged |iquid whol e egg product having a shelf life

of from about four to thirty-six weeks under refrigerated

condi tions.

The exam ner determ ned (answer, p. 8) that

Dunn et al discloses a liquid whole egg product which is

aseptically packaged and has an extended shelf |ife of

four weeks (e.g. col. 21, line 8 -col. 24, line 20).

The appel |l ants argue (brief, pp. 158-159) that Dunn does
not di sclose the elenents of or enable the present invention.
The appel |l ants' argunents are unpersuasive for the follow ng
reasons. First, Dunn clearly discloses the product recited in
claim20. Dunn teaches a packaged |iquid whole egg product
(see colum 21, line 7, to colum 24, line 15; colum 5, |ine
40, to colum 6, lines 8; and the conbination of clains 1 and
14) that provides an increase in shelf-life to over 28 days at
4°C. storage (see colum 23, lines 62-64). Second, the
appel  ants have not submtted any evidence that Dunn is
nonenabling. In that regard, attorney's argunents in a brief

cannot take the place of evidence. 1n re Pearson, 494 F.2d
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1399, 1405, 181 USPQ 641, 646 (CCPA 1974). Furthernore,
expressions of opinion by the appellants' counsel, such as
those set forth in the brief, are not considered to be

di spositive with regard to the issue of enablenment. See In re
Reynaud, 331 F.2d 625, 627, 141 USPQ 515, 518 (CCPA 1964).
Thus, the appellants have not net their burden of establishing

that Dunn i s nonenabli ng.

The appel l ants argue (brief, p. 158) that Dunn was
prepared on a | aboratory scale and "thus there is no
indication that the results of Dunn et al. could be replicated
on a commercial scale.” Furthernore, the appellants assert
that they are not aware of any comercial product produced
using the Dunn process. W agree with the exam ner (answer,

p. 78) that these argunments appear "to pertain to the process
used in making said eggs" and that these argunents "are
irrelevant since the instant product clainms do not call for

sane" (e.g., not comensurate in scope with claim20).



Appeal No. 1998-2941 Page 17

Application No. 08/061, 985
Reexam nati on Control No. 90/003, 682

The appel lants argue (brief, p. 159) that Dunn did not
conduct any functionality test on the resulting liquid egg
product but took only certain bacteria neasurenents to
estimate shelf life. As such, the appellants argue that there
is no evidence that the process of Dunn produced functionally
accept abl e extended shelf life Iiquid whole egg product, as
required by the instant clains. W again agree with the
exam ner (answer, p. 79) that there is nothing in the clains
concerni ng the packaged |iquid whole egg product being
"functionally acceptable.” Furthernore, the appellants have

not furnished any evidence that the packaged |iquid whol e egg

product of Dunn would not be "functionally acceptable.”

The appel lants further argue (brief, p. 159) that Dunn
used |iquid whole egg which contained preservatives and had an
unspeci fied percentage of egg yolk renoved. However, claim 20
does not exclude a liquid whole egg product which rmay contain

preservatives or have sone egg yol k renoved. Moreover, it is
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our determ nation fromour review of Dunn's disclosure’ that
Dunn's liquid whole egg conplies with the definition of liquid
whol e egg set forth in the appellants' specification (colum
8, line 54, to colum 9, line 9) and the egg solids

requi renent found in 7 CFR

§ 59.411(d).® Thus, Dunn teaches the product as clained in

cl ai m 20.

The appel l ants argue (brief, pp. 160-161) that the
exam ner's application of Dunn in the present application is
inconsistent with the treatnment of clains in the rel ated
rei ssue application (Application No. 07/880,899) and in
anot her patent application (i.e., Reznik). However, such
argunent fails to point out why claim20 is not anticipated by
Dunn. Additionally, the appellants have not cited any

authority which holds that patentability decisions in other

7 See colum 4, lines 10-18; colum 4, |ines 60-65; and
columm 21, line 7 to colum 24, |ine 20.

87 CFR 8 Part 59 was cited by the appellants
(specification, colum 9, lines 6-9) as providing the standard
meani ng of terns used throughout the specification.
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applications have any significant precedential value. In
eval uating conpliance with 35 U.S.C. 88 102 and 103, each
application nust be evaluated on the record devel oped in the

Patent and Trademark O fice (PTO. See In re Guurik, 596 F

2d 1012, 1018 n. 15, 201 USPQ 552, 558 n. 15 (CCPA 1979) and |Ln

re Phillips, 315 F. 2d 943, 137 USPQ 369 (CCPA 1963). To the

extent any error has been made in the rejection or issuance of
clainms in a particular application, the PTO and its exam ners
are not bound to repeat that error in subsequent applications.

Accord, In re Donaldson, 16 F.3d 1189, 1193, 29 USPQd 1845,

1849 (Fed. Cir. 1994) ("The fact that the PTO may have failed
to adhere to a statutory mandate over an extended period of
time does not justify its continuing to do so."); Inre
Cooper, 254 F.2d 611, 617, 117 USPQ 396, 401 (CCPA), cert.
deni ed, 358 U. S. 840, 119 USPQ 501 (1958) (decision in a
trademark application in accordance with |aw is not governed
by possibly erroneous past decisions of the Patent Ofice); In
re Zahn, 617 F.2d 261, 267, 204 USPQ 988, 995 ( CCPA 1980)
("[We are not saying the issuance of one patent is a

precedent of nmuch nonent.").
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For the reasons stated above, the decision of the
exam ner to reject claim?20 under 35 U.S.C. 8§ 102(e) is

af firned.

C ai ms 25-28, 33-35, 46/20, and 46/ 28

The appel | ants have grouped clains 20, 25-28, 33-35,
46/ 20, and 46/ 28 as standing or falling together.® Thereby,
in accordance with 37 CFR 8 1.192(c)(7), clains 25-28, 33-35,
46/ 20, and 46/28 fall with claim?20. Thus, it follows that
the decision of the examner to reject clains 25-28, 33-35,

46/ 20, and 46/ 28 under 35 U. S.C. 8§ 102(e) is also affirned.

Rej ection (5)

We sustain the rejection of clainms 20, 22, 23, 25-28, 30,
31, 33-35, 46/20, and 46/28 under 35 U.S.C. § 102(b) as being
antici pated by either one of the News & Observer article or

t he PSA abstract.

Claim?20

°® See page 8 of the appellants' brief.

20



Appeal No. 1998-2941 Page 21
Application No. 08/061, 985
Reexam nati on Control No. 90/003, 682

The exam ner determ ned (answer, p. 8) that

Ei t her one of the News and Cbserver article or the PSA
reference discloses an aseptically packaged |iquid whole
egg having a refrigerated shelf life of up to three

nont hs.

W agree with the exam ner that the News & Cbserver

article and the PSA abstract disclose every feature of claim

20.

The appel lants argue (brief, pp. 161-164) that the News &
bserver article and the PSA abstract are not enabling
di scl osures. The appellants' argunents are unpersuasive since
t he appel | ants have not submtted any evidence that the News &
bserver article and the PSA abstract are nonenabling. Thus,
t he appel l ants have not net their burden of establishing that
the News & Observer article and the PSA abstract are

nonenabl i ng.

The appel lants argue (brief, p. 164) that the examner's
application of the PSA abstract in the present application is
inconsistent with the treatnent of clainms in the related

rei ssue application (Application No. 07/880,899). Such



Appeal No. 1998-2941 Page 22

Application No. 08/061, 985
Reexam nati on Control No. 90/003, 682

argunent fails for the sane reasons as pointed out above with

respect to the rejection utilizing Dunn.

For the reasons stated above, the decision of the
exam ner to reject claim20 under 35 U.S.C. 8 102(b) is

affirned.

Clainms 22, 23, 25-28, 30, 31, 33-35, 46/20, and 46/ 28

The appel | ants have grouped clains 20, 22, 23, 25-28, 30,
31, 33-35, 46/20, and 46/28 as standing or falling together.?®
Thereby, in accordance with 37 CFR 8§ 1.192(c)(7), clainms 22,
23, 25-28, 30, 31, 33-35, 46/20, and 46/28 fall with claim 20.
Thus, it follows that the decision of the exam ner to reject
clainms 22, 23, 25-28, 30, 31, 33-35, 46/20, and 46/ 28 under 35
U S C

8§ 102(b) is also affirned.

Rej ection (6)

10 See page 8 of the appellants' brief.
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We sustain the rejection of clains 20, 22-27, and 46/ 20

under 35 U. S.C. 8 102(b) as being anticipated by Donchev.

Claim 20
The exam ner determ ned (answer, p. 8) that "Donchev et

al discloses a packaged egg having a refrigerated shelf life

of 150 days."

The appel l ants argue (brief, p. 165) that Donchev

pertains to "shell eggs which were placed in a plastic bag"

and that "shell" egg is distinctly different from"Iliquid"
egg. The appellants assert that Donchev does not teach

anyt hi ng about extending the refrigerated shelf life of a
liquid whole egg product. W find the appellants argunent

unper suasi ve for the foll ow ng reasons.

First, while Donchev pertains to shell eggs, the shel
does contain the liquid whole egg. Thus, we find the clained
phrase "packaged |iquid whole egg product” to be readable on a

shell egg. Since the shell egg of Donchev has a discl osed
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refrigerated shelf life falling within the range set forth in

claim 20, we conclude that claim 20 is anticipated by Donchev.

Second, even if one would not consider the clainmed phrase
"packaged |iquid whole egg product” to be readable on a shel
egg, it is our opinion that the clainmed phrase "packaged
I iquid whol e egg product™ woul d be readable on a shell egg
packaged in a pol yet hyl ene bag as taught by Donchev. Since
the shell egg within the polyethylene bag of Donchev has a
di sclosed refrigerated shelf life falling within the range set
forth in claim?20, we conclude that claim20 is anticipated by

Donchev.

For the reasons stated above, the decision of the

exam ner to reject claim?20 under 35 U.S.C. 8§ 102(b) is

af firned.

Clains 22-27 and 46/ 20
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The appel | ants have grouped clains 20, 22-27 and 46/ 20 as
standing or falling together.' Thereby, in accordance with
37 CFR 8 1.192(c)(7), clains 22-27 and 46/20 fall with claim
20. Thus, it follows that the decision of the exam ner to
reject clainms 22-27 and 46/ 20 under 35 U.S.C. § 102(b) is also

affirned.

Rej ection (7)
W will not sustain the rejection of clains 22-24 and 30-

32 under 35 U.S.C. 8§ 103 as bei ng unpatentabl e over Dunn.

The exam ner determ ned (answer, p. 9) that

Al t hough Dunn et al discloses a shelf life of over 28
days, it is silent as to the tine which extends over 28
days. The instant clains differ in that they
specifically call for a shelf life of 8 to 36 weeks (e.qg.
claim?22), 12 to 16 weeks (e.g. claim23), or 16 to 36
weeks (e.g. clainms 24). However, Dunn et al do show the
concept of manipul ating the paraneters such as
refrigerator tenperature, pasteurization tenperature, and
strategy of heating (e.g. by pulsing) to effect a greater
shelf life in the final egg product. For exanple, in
fig. 13, Dunn et al shows the concept of extending the
egg shelf life by decreasing the refrigerator storage
tenperatures. Therefore, in view of such teachings, it

11 See page 8 of the appellants' brief.
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woul d have been obvious to one having ordinary skill in

the art at the tine of the invention to have arrived at a

shelf life within the range of the instant clains through

routi ne experinental optimzation. |In re Boesch, 205

USPQ 215.

The appel l ants argue (brief, pp. 166-168) that the
exam ner's unsupported belief that one of ordinary skill in
the art woul d have been able to vary the experinents reported
in Dunn to produce liquid whole egg products with a shelf life
of eight, twelve or sixteen or nore weeks sinply is not a
proper basis for a rejection under 35 U.S.C. § 103. W agree.
In that regard, evidence of a suggestion, teaching, or
notivation to nodify a reference may flow fromthe prior art
references thensel ves, the know edge of one of ordinary skill

inthe art, or, in sonme cases, fromthe nature of the problem

to be solved, see Pro-Mbld & Tool Co. v. Great Lakes Pl astics,

Inc., 75 F.3d 1568, 1573, 37 USPQR2d 1626, 1630 (Fed. Cr

1996), Para-Ordinance Mg. v. SGS Inports Intern., Inc., 73

F.3d 1085, 1088, 37 USPQ2d 1237, 1240 (Fed. Cir. 1995),
al t hough "the suggestion nore often conmes fromthe teachings

of the pertinent references,” In re Rouffet, 149 F.3d 1350,

1355, 47 USPQ2d 1453, 1456 (Fed. Cir. 1998). The range of
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sources avail abl e, however, does not di mnish the requirenent

for actual evidence. That is, the showi ng nust be clear and

particular. See, e.g., CR Bard, Inc. v. M3 Sys., Inc., 157

F.3d 1340, 1352, 48 USPQ2d 1225, 1232 (Fed. GCr. 1998). A
broad concl usory statenent regarding the obvi ousness of
nmodi fying a reference, standing alone, is not "evidence."

E.q., McElmurry v. Arkansas Power & Light Co., 995 F.2d 1576

1578, 27 USPQ2d 1129, 1131 (Fed. Cr. 1993); In re Sichert,

566 F.2d 1154, 1164, 196 USPQ 209, 217 (CCPA 1977).

For the reasons stated above, the decision of the
examner to reject clains 22-24 and 30-32 under 35 U. S.C. §

103 i s reversed.

Rej ection (8)

We sustain the rejection of clains 21 and 29 under 35
U S.C. 8 103 as bei ng unpatentable over any one of Dunn, the
News & Observer article, and the PSA abstract as set forth
above (i.e., rejections (4)-(6) above) further in view of

Fioriti and Bracco.
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The exam ner determ ned (answer, p. 10) that

[t]he clains differ in that said egg product has a
reduced chol esterol content. However, the art is replete
with methods for reducing the cholesterol in egg products
as taught, for exanple, by Fioriti et al (e.g. exanples).
In addition, Bracco et al teaches chol esterol renoval
froman egg material prior to pasteurization of sane

(e.g. col. 3, lines 1-46). Therefore, absent a show ng
of unexpected results, it would have been obvi ous to one
having ordinary skill in the art at the tine of the

i nvention to have enpl oyed an egg with reduced

chol esterol content in the processes of any one of Dunn
et al, the PSA reference, or The News and Qbserver to
provi de a healthier egg product with an extended shelf
life.

The appell ants argue (brief, p. 168) that Fioriti and
Bracco do not relate to providing an extended shelf life to a
liquid egg product and therefore these references do not cure
the deficiencies of the previously applied prior art. Since
as noted above, there are no deficiencies in the previously

applied prior art, we find this argunent unpersuasi ve.

The appel l ants assert (brief, p. 169) that the evidence
of nonobvi ousness (brief, pp. 117-144) would be sufficient to
out wei gh the evi dence of obviousness with regard to clains 21

and 29.
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We recogni ze that the evidence of nonobvi ousness
submtted by the appellants nmust be considered en route to a
determ nati on of obvi ousness/ nonobvi ousness under 35 U. S.C. §

103. See Stratoflex Inc. v. Aeroquip Corp., 713 F.2d 1530,

218 USPQ 871 (Fed. Cir. 1983). Accordi ngly, we consider the
i ssue of obviousness under 35 U. S.C. 8§ 103, carefully

eval uating both the evidence of obviousness cited by the

exam ner and the objective evidence of nonobvi ousness supplied

by the appellant. See In re OCetiker, 977 F.2d 1443, 1445-46,

24 USPQ2d 1443, 1444-45 (Fed. Gr. 1992); In re Piasecki, 745

F.2d 1468, 223 USPQ 785 (Fed. Gir. 1984).

In this case the appellants have submtted evidence in
the formof commercial success, copying by others, unexpected
results, long felt need, failed attenpts, and acclaimw thin
the industry. Wth respect to clainms 21 and 29, the evidence
of nonobvi ousness is not conmmensurate in scope with clains 21
and 29. In that regard, the evidence of nonobvi ousness is not
directed to the "reduced cholesterol |iquid whole egg product”

set forth in claims 21 and 29. Thus, the required nexus
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bet ween t he evidence of nonobvi ousness and clains 21 and 29
has not been established. In sum the appellants sinply have
not carried their burden to persuasively establish that a
nexus exi sted between the submtted evidence of nonobvi ousness

and the novel features of clains 21 and 29.
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In view of the foregoing, we are satisfied that when al
t he evidence and argunents before us are considered, the
evi dence of nonobvi ousness fails to outweigh the evidence of

obvi ousness as in R chardson-Vicks Inc. v. Upjohn Co., 122

F.3d 1476, 44 USPQ2d 1181 (Fed. Cir. 1997) and EWP Corp. v.

Rel i ance Universal, Inc., 755 F.2d 898, 225 USPQ 20 (Fed. G r

1985). Accordingly, we sustain the rejection of clains 21 and

29 under 35 U.S.C. § 103.

Rej ection (9)

We sustain the provisional rejection of clains 3-17,
18/ 4, 18/8, 18/12, 18/16, 19/4, 19/8, 19/12, 19/16, 28-35, and
46/ 28 under 35 U.S.C. 8 101 as claimng the sane invention as
that of clains 1, 3-17, 18/1, 18/4, 18/8, 18/12, 18/16, 19/1,
19/ 4, 19/8, 19/12, 19/16, 28-35, and 46 of copending reissue

Application No. 07/880, 899.

In the final rejection (pp. 28-29), the exam ner set

forth his rationale as to this rejection.
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The appel | ants have not specifically contested this
rejection in the brief or reply brief. In fact, the
appel lants state (brief, p. 172) that they will take
appropriate action to delete clains to overcone the pending
provi si onal "same invention" double patenting rejection.
Accordingly, we summarily sustain the rejection of clains 3-
17, 18/4, 18/8, 18/12, 18/16, 19/4, 19/8, 19/12, 19/16, 28-35,

and 46/28 under 35 U. S.C. § 101.

Rej ecti on (10)
W will not sustain the rejection of clains 20-27 and

46/ 20 under 35 U. S.C. § 112, first paragraph.

The exam ner's rejection under 35 U . S.C. § 112, first
par agr aph, is based upon the reasons set forth in the
objection to the specification. 1In the objection to the
specification, the exam ner determned (final rejection, pp.
4-5) that

[t]he specification is objected to under 35 U.S.C. § 112,

first paragraph, as the disclosure is enabling only for

product clainms limted to a |iquid whole egg product
whi ch has been aseptically packaged to achieve a shelf
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life of four to 36 weeks. The specification does not
enabl e any person skilled in the art to which it
pertains, or with which it is nost nearly connected, to
use the invention comrensurate in scope with these
claims. In particular, the disclosure is not enabling
for product clainms which do not recite that said products
are aseptically packaged, since the entire disclosure
pertains to an aseptically packaged |iquid whol e egg
product having a shelf life of fromabout four to thirty-
si x weeks under refrigerated conditions. There is not
enough information in the specification to enable one
skilled in the art (w thout undue experinentation) to
have provided a |iquid whole egg product with such a
shelf life in the absence of aseptic packaging. Although
it is noted that the specification refers to aseptic
packagi ng as being “preferable” and that said eggs
“shoul d be aseptically packaged” as cited fromthe

i nstant specification by Applicants, these words do not
suggest that said extended shelf |ife nmay al so be

achi eved without aseptic packaging. Cearly, one nmay
derive fromsuch wording that a liquid egg nay be

ul trapasteurized w thout aseptic packagi ng, but not
necessarily to achieve the extended shelf |ife clained
which is a primary advantage of the instant invention.
Whenever aseptic packaging is nentioned in the instant
specification, it is nentioned in conjunction with an
extended shelf life. The original specification sinply
does not teach or suggest that the extended shelf life
(e.g. claim?20) is enabled in the absence of aseptic
packagi ng.

We agree with the appellants' argunent (brief, pp. 169-
171) that the 35 U S.C. § 112, first paragraph, rejection is
improper. In that regard, analysis of whether the clains 20-

27 and 46/ 20 are supported by an enabling disclosure requires
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a determ nation of whether that disclosure contained
sufficient information regarding the subject matter of clains
20-27 and 46/ 20 as to enable one skilled in the pertinent art
to make and use the clainmed invention. The test for

enabl enent is whether one skilled in the art could make and
use the clainmed invention fromthe disclosure coupled with
informati on known in the art w thout undue experinentation.

See United States v. Telectronics, Inc., 857 F.2d 778, 785, 8

usP2d 1217, 1223 (Fed. Cir. 1988), cert. denied, 109 S.C

1954 (1989); In re Stephens, 529 F.2d 1343, 1345, 188 USPQ

659, 661 (CCPA 1976).

In order to make a rejection, the exam ner has the
initial burden to establish a reasonable basis to question the
enabl enent provided for the clained invention. See In re
Wight, 999 F.2d 1557, 1561-62, 27 USPQ2d 1510, 1513 (Fed.

Cir. 1993) (exam ner must provide a reasonabl e explanation as
to why the scope of protection provided by a claimis not
adequately enabl ed by the disclosure). A disclosure which

contains a teaching of the nmanner and process of naking and
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using an invention in terns which correspond in scope to those
used in describing and defining the subject matter sought to
be patented nust be taken as being in conpliance with the
enabl ement requirenent of

35 U.S.C. 8§ 112, first paragraph, unless there is a reason to
doubt the objective truth of the statenents contained therein
whi ch nust be relied on for enabling support. Assum ng that
sufficient reason for such doubt exists, a rejection for
failure to teach how to make and/or use will be proper on that

basis. See In re Marzocchi, 439 F.2d 220, 223, 169 USPQ 367

369 (CCPA 1971). As stated by the court,

it is incunmbent upon the Patent O fice, whenever a
rejection on this basis is made, to explain why it doubts
the truth or accuracy of any statement in a supporting

di scl osure and to back up assertions of its own with
accept abl e evi dence or reasoning which is inconsistent
with the contested statenent. O herw se, there would be
no need for the applicant to go to the trouble and
expense of supporting his presunptively accurate

di scl osure.

In re Marzocchi, 439 F.2d at 224, 169 USPQ at 370.

Once the exam ner has established a reasonable basis to

guestion the enabl enent provided for the clained invention,
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the burden falls on the appellants to present persuasive
argunents, supported by suitable proofs where necessary, that
one skilled in the art would be able to make and use the

cl ai med invention using the disclosure as a guide. See In re

Brandstadter, 484 F.2d 1395, 1406, 179 USPQ 286, 294 (CCPA

1973). In nmaking the determ nation of enabl enent, the
exam ner shall consider the original disclosure and al
evidence in the record, weighing evidence that supports
enabl enment 2 agai nst evidence that the specification is not

enabl i ng.

Thus, the dispositive issue is whether the appellants
di scl osure, considering the level of ordinary skill in the art
as of the date of the appellants' application, would have
enabl ed a person of such skill to nake and use the appellants’

invention as set forth in clains 20-27 and 46/20 w t hout undue

2 The appellants may attenpt to overconme the exam ner's
doubt about enabl enent by pointing to details in the
di scl osure but may not add new matter. The appellants may
al so submt factual affidavits under 37 CFR 1.132 or cite
references to show what one skilled in the art knew at the
time of filing the application.
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experinmentation. The threshold step in resolving this issue
as set forth supra is to determ ne whet her the exam ner has
met his burden of proof by advanci ng acceptabl e reasoni ng

i nconsistent with enablement. This the exam ner has not done.
In this regard, we note that the specification refers to
asepti c packagi ng as being "preferable” and that said eggs
"shoul d be aseptically packaged." WMoreover, we note that it
is the function of the specification, not the clains, to set
forth the practical limts of operation of an invention. See

In re Johnson, 558 F.2d 1008, 1017, 194 USPQ 187, 195 (CCPA

1977) .

For the reasons stated above, the decision of the
exam ner to reject clains 20-27 and 46/ 20 under 35 U. S.C. §

112, first paragraph, is reversed.

New grounds of rejection
Under the provisions of 37 CFR 8 1.196(b), we enter the

foll owi ng new grounds of rejection.
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1. Clains 12 to 15, 18/12 and 19/ 12 are rejected under
35 U.S.C. 8 103 as bei ng unpatentabl e over the News & Cbserver

article in view of Stadel nen and/ or Food i n Canada.

The News & Cbserver article discloses that "NCSU
researchers crack the secret of long shelflife for eggs”
(1.e., liquid whole eggs). The News & (bserver article states
that by using a higher pasteurization tenperature and sterile
packagi ng an extended shelf |life of refrigerated |iquid whole
eggs nmay be obtained. The News & Observer article discloses
that the new process keeps eggs in good shape for up to three
nmont hs. The News & Observer article teaches that |aboratory
equi pnent simlar to machi nery now used in egg processing was

used by the researchers.

St adel man di scl oses (pp. 161, 175-180) that it was known
inthe art to pasteurize |iquid whole eggs by passing the
liquid whol e eggs as a continuous stream through the
pasteuri zi ng apparatus. Stadel man al so teaches (p. 180) that

a turbulent flow pattern is desired.
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Food in Canada discloses (p. 28) that it was known in the
art to pasteurize liquid whole eggs by passing the liquid
whol e eggs as a continuous streamthrough a heat exchanger

that inparts turbulent flow to the |iquid.

After the scope and content of the prior art are
determ ned, the differences between the prior art and the

clains at issue are to be ascertained. Gahamyv. John Deere

Co., 383 U. S 1, 17-18, 148 USPQ 459, 467 (1966).

Based on our analysis and review of the News & Qbserver
article and clainms 12 to 15, 18/ 12 and 19/12, it is our
opinion that the only differences are the limtations that the
Iiquid whole egg product is passed as a continuous stream
t hrough the pasteurizing apparatus and that the |iquid whole
egg product is subject to turbul ence during the pasteurizing

of the liquid whole egg product.

In applying the test for obviousness, we reach the

conclusion that it would have been prinm facie obvious to one
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of ordinary skill in the art at the tinme the invention was
made to have nodified the nmethod di scl osed by the News &
(bserver article to have utilized a continuous pasteuri zing
apparatus which inparts turbulence to the liquid whol e egg
product as suggested by Stadel man and/or Food in Canada
especially in view of the News & Cbserver article' s own
suggestion to use nmachi nery now used in egg processing for the

sel f-evi dent comrerci al advant ages thereof.

2. Clainms 16, 17, 18/ 16 and 19/16 are rejected under

35 U.S.C. 8 103 as being unpatentabl e over the News & Cbserver
article in view of Stadel man and/or Food in Canada as applied
above and further in view of Padl ey and/or the Egg

Past euri zati on Manual .

Padl ey di scl oses a process for the continuous
pasteurization of liquid egg material, including |iquid whole
eggs. Padley teaches (columm 3, lines 30-42) to
clean/sterilize the pasteurization apparatus before passing

the liquid egg material to the pasteurization apparatus.
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The Egg Pasteurization Manual teaches (pp. 35-39) to
sanitize/clean/sterilize the pasteurization apparatus before
passing the next run of liquid egg material to the

past euri zati on appar at us.

Based on our analysis and review of the News & Cbserver
article and clains 16, 17, 18/ 16 and 19/16, it is our opinion
that an additional difference is the limtation that the
pasteuri zation apparatus is sterilized before the liquid whole

egg product is passed therethrough.

In applying the test for obviousness, we reach the

conclusion that it woul d have been further prima facie obvi ous

to one of ordinary skill in the art at the tinme the invention
was made to have nodified the nethod disclosed by the News &
bserver article to have sterilized the pasteurization
apparatus before the liquid whole egg product is passed
t her et hrough as suggested and taught by Padl ey and/or the Egg

Pasteuri zation Manual for the self-evident advantages thereof
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i ncl udi ng conpliance with governnental regulations (e.g., 7

CFR 8§ 59.500, et seq.)

CONSI DERATI ON OF EVI DENCE OF NONOBVI OQUSNESS

Having arrived at the conclusion that the teachings of

the prior art are sufficient to establish a prinma facie case

of obviousness with respect to clains 12 to 17, 18/ 12, 18/16,
19/12 and 19/ 16, we recogni ze once again that the evidence of
nonobvi ousness subnmitted by the appellants nmust be consi dered
en route to a determ nation of obviousness/nonobvi ousness
under

35 US.C. § 103. See Stratoflex Inc. v. Aeroquip Corp., 713

F.2d 1530, 218 USPQ 871 (Fed. Cir. 1983). Accordingly, we
consi der anew the issue of obviousness under 35 U S.C. § 103,

carefully evaluating therewith the objective evidence of

nonobvi ousness supplied by the appellants. See In re Qetiker,
977 F.2d 1443, 1445-46, 24 USPQ2d 1443, 1444-45 (Fed. Cr

1992); In re Piasecki, 745 F.2d 1468, 223 USPQ 785 (Fed. Cir

1984) .
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In this case the appellants have submtted evi dence
regarding (1) conmmercial success, (2) awards and acclaimin
the industry, (3) copying by others, (4) long felt need,

(5) unexpected results, and (6) failure of others.®

To be of probative value, any secondary evi dence nust be
related to the clainmed invention (i.e., a nexus is required).
Thus, the weight attached to evi dence of secondary
considerations will depend upon its relevance to the issue of
obvi ousness and the amount and nature of the evidence. To be
given weight in the determ nation of obviousness or
nonobvi ousness, evidence of secondary considerations nust be
rel evant to the subject matter as clained, and therefore we
nmust determ ne whether there is a nexus between the nmerits of
the clained invention and the evidence of secondary

considerations. See Ashland Gl., Inc. v. Delta Resins &

Refractories, Inc., 776 F.2d 281, 305 n.42, 227 USPQ 657

673-674 n. 42 (Fed. Cr. 1985), cert. denied, 475 U. S. 1017

13 For a general discussion of this evidence see pages
117-145 of the brief.
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(1986). The term "nexus" designates a factually and legally
sufficient connection between the objective evidence of
nonobvi ousness and the clainmed invention so that the evidence
is of probative value in the determ nati on of nonobvi ousness.

See Denmaco Corp. v. F. Von Langsdorff Licensing Ltd., 851 F.2d

1387, 7 USPQ2d 1222 (Fed. Cir.), cert. denied, 488 U S. 956

(1988) .

W do not believe that a nexus between the clained

invention (i.e., clainms 12 to 17, 18/12, 18/16, 19/12 and

19/ 16) and the evidence of secondary consi derations has been
established. The evidence is directed to an extended
refrigerated shelf life Iiquid whole egg product which is
aseptically packaged foll ow ng receiving thermal treatnent
above the 5% SPL (BATCH) |ine of Figure 3, while clains 12 to
17, 18/12, 18/16, 19/12 and 19/16 do not include such

limtations.

In view of the foregoing, we are satisfied that when al

t he evidence and argunents before us are considered, the
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evi dence of nonobvi ousness fails to outweigh the evidence of

obvi ousness as in R chardson-Vicks Inc. v. Upjohn Co., 122

F.3d 1476, 44 USPQ2d 1181 (Fed. Cir. 1997) and EWP Corp. v.

Rel i ance Universal, Inc., 755 F.2d 898, 225 USPQ 20 (Fed. G r

1985). Accordingly, we reject clains 12 to 17, 18/12, 18/16,
19/ 12 and 19/ 16 under

35 U S.C. 8 103 as set forth above.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
clains 1 to 19 under 35 U.S.C. § 103 is reversed; the decision
of the exam ner to reject clainms 20, 25-28, 33-35, 46/20, and
46/ 28 under 35 U. S.C. 8§ 102(e) as being anticipated by Dunn is
affirmed; the decision of the exam ner to reject clains 20,

22, 23, 25-28, 30, 31, 33-35, 46/20, and 46/28 under 35 U. S.C
8§ 102(b) as being anticipated by either one of the News &
Observer article or the PSA abstract is affirmed; the decision
of the exam ner to reject clainms 20, 22-27, and 46/ 20 under

35 U.S.C. §8 102(b) as being anticipated by Donchev is

affirmed; the decision of the examner to reject clains 22-24
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and 30-32 under 35 U.S.C. § 103 as being unpatentabl e over
Dunn is reversed; the decision of the exam ner to reject
clains 21 and 29 under 35 U S.C. 8 103 as being unpatentabl e
over any one of Dunn, the News & Qbserver article, and the PSA
abstract as set forth above further in viewof Fioriti and
Bracco is affirnmed; the decision of the exam ner to
provisionally reject clains 3-17, 18/ 4, 18/8, 18/12, 18/ 16,
19/ 4, 19/8, 19/12, 19/16, 28-35, and 46/ 28 under 35 U.S.C. §
101 as claimng the sane invention as that of clains 1, 3-17,
18/1, 18/4, 18/8, 18/12, 18/16, 19/1, 19/4, 19/8, 19/12,

19/ 16, 28-35, and 46 of copending reissue application No.
07/880,899 is affirmed; and the decision of the exam ner to
reject clains 20-27 and 46/20 under 35 U.S.C.

8§ 112, first paragraph, is reversed. |In addition, new
rejections of clains 12 to 17, 18/12, 18/16, 19/12 and 19/ 16
under 35 U. S.C. 8 103 have been added pursuant to provisions
of 37 CFR

§ 1.196(b).
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In addition to affirmng the examner's rejection of one
or nore clains, this decision contains a new ground of
rejection pursuant to 37 CFR 8 1. 196(b) (anended effective Dec.
1, 1997, by final rule notice, 62 Fed. Reg. 53131, 53197 (Cct.
10, 1997), 1203 Of. Gaz. Pat. Ofice 63, 122 (Cct. 21,
1997)). 37 CFR
8§ 1.196(b) provides, "A new ground of rejection shall not be

considered final for purposes of judicial review™"

Regarding any affirmed rejection, 37 CFR § 1.197(b)
provi des:

(b) Appellant may file a single request for

rehearing within two nonths fromthe date of the

ori gi nal decision

37 CFR 8 1.196(b) al so provides that the appellants,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the followng two options wth respect to the new
ground of rejection to avoid term nation of proceedings (37
CFR 8§ 1.197(c)) as to the rejected clains:

(1) Submit an appropriate anendnent of the

clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter
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reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.

(2) Request that the application be reheard

under § 1.197(b) by the Board of Patent Appeals and

I nterferences upon the same record. :

Shoul d the appellants elect to prosecute further before
the Primary Exam ner pursuant to 37 CFR 8 1.196(b)(1), in
order to preserve the right to seek review under 35 U S.C. 88§
141 or 145 with respect to the affirnmed rejection, the
effective date of the affirmance is deferred until conclusion
of the prosecution before the exam ner unless, as a nere
incident to the limted prosecution, the affirmed rejection is

over cone.

| f the appellants el ect prosecution before the exam ner
and this does not result in allowance of the application,
abandonnment or a second appeal, this case should be returned
to the Board of Patent Appeals and Interferences for final
action on the affirnmed rejection, including any tinmely request

for rehearing thereof.
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No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART; 37 CFR 8§ 1.196(b)

PETER F. KRATZ
Adm ni strative Patent Judge

JOHN P. McQUADE )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
JEFFREY V. NASE ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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KENNETH D. Sl BLEY

MYERS BI GEL SI BLEY & SAJOVEC
P. O BOX 37428

RALEI GH, NC 27627

TODD A. NOAH

DERGOSI TS & NOAH

FOUR EMBARCADERO CENTER
STE. 510

SAN FRANCI SCO, CA 94111
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